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eamed patent term adjustment. See 37 CFR 1 .704(b). 
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1 )^ Responsive to communication(s) filed on 31 January 2008 . 
2a )□ This action is FINAL. 2b)|3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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4) ^ Clalm(s) 1-16 is/are pending in the application. 
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6) |EI Claim(s) 1-16 is/are rejected. 
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8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 
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10)0 The drawing(s) filed on is/are: a)^ accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held In abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)n All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 
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* See the attached detailed Office action for a list of the certified copies not received. 



Attach ment(s) 

1 ) ^ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) 

2) □ Notice of Draftspereon's Patent Drawing Review (PTO-948) Paper No(s)/IVIail Date. 

3) □ Information Disclosure Statement(s) (PTO/SB/08) 5) □ Notice of Informal Patent Application 

Paper No(s)/Mail Date . 6) □ Other: . 



PTOL-T26'(Rev^'o8-0^^ 



Office Action Summary 



Part of Paper No./Mail Date 20080316 



Application/Control Number: 10/526,949 Page 2 

Art Unit: 1796 

No information disclosure has been received by the Office and therefore it is assumed 
none was submitted. 

Applicant's election of crosslinked polyethylene and silane coated silica in the 
reply filed on 1-31-08 is acknowledged. Because applicant did not distinctly and 
specifically point out the supposed errors in the restriction requirement, the election has 
been treated as an election without traverse (MPEP § 818.03(a)). 

Applicant's claim for the benefit of a prior-filed application under 35 U.S.C. 1 19(e) 
or under 35 U.S.C. 120, 121 , or 365(c) is acknowledged. Applicant has not complied 
with one or more conditions for receiving the benefit of an earlier filing date under 35 
U.S.C. 119(8) as follows: 

The later-filed application must be an application for a patent for an invention 
which is also disclosed in the prior application (the parent or original nonprovisional 
application or provisional application). The disclosure of the invention in the parent 
application and in the later-filed application must be sufficient to comply with the 
requirements of the first paragraph of 35 U.S.C. 1 1 2. See Transco Products, Inc. v. 
Performance Contracting, Inc., 38 F.3d 551, 32 USPQ2d 1077 (Fed. Cir. 1994). 

The disclosure of the prior-filed application. Application No. 60/415987, fails to 
provide adequate support or enablement in the manner provided by the first paragraph 
of 35 U.S.C. 1 1 2 for one or more claims of this application. Applicants elected species 
are not disclosed nor is modification of internal charge. 

It is noted that this application appears to claim subject matter disclosed in prior 
Application No. cited above, filed 10-4-02. A reference to the prior application must be 
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inserted as the first sentence(s) of the specification of this application or in an 
application data sheet (37 CFR 1 .76), if applicant intends to rely on the filing date of the 
prior application under 35 U.S.C. 1 1 9(e), 1 20, 1 21 , or 365(c). See 37 CFR 1 .78(a). For 
benefit claims under 35 U.S.C. 120, 121 , or 365(c), the reference must include the 
relationship (i.e., continuation, divisional, or continuation-in-part) of all nonprovisional 
applications. If the application is a utility or plant application filed under 35 U.S.C. 
1 1 1(a) on or after November 29, 2000, the specific reference to the prior application 
must be submitted during the pendency of the application and within the later of four 
months from the actual filing date of the application or sixteen months from the filing 
date of the prior application. If the application is a utility or plant application which 
entered the national stage from an international application filed on or after November 
29, 2000, after compliance with 35 U.S.C. 371, the specific reference must be submitted 
during the pendency of the application and within the later of four months from the date 
on which the national stage commenced under 35 U.S.C. 371(b) or (f) or sixteen 
months from the filing date of the prior application. See 37 CFR 1 .78(a)(2)(ii) and 
(a)(5)(ii). This time period is not extendable and a failure to submit the reference 
required by 35 U.S.C. 11 9(e) and/or 120, where applicable, within this time period is 
considered a waiver of any benefit of such prior application(s) under 35 U.S.C. 1 1 9(e), 
120, 121 and 365(c). A benefit claim filed after the required time period may be 
accepted if it is accompanied by a grantable petition to accept an unintentionally 
delayed benefit claim under 35 U.S.C. 119(e), 120, 121 and 365(c). The petition must 
be accompanied by (1) the reference required by 35 U.S.C. 120 or 1 19(e) and 37 CFR 
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1 .78(a)(2) or (a)(5) to the prior application (unless previously submitted), (2) a surcharge 
under 37 CFR 1 .17(t), and (3) a statement that the entire delay between the date the 
claim was due under 37 CFR 1 .78(a)(2) or (a)(5) and the date the claim was filed was 
unintentional. The Director may require additional information where there is a question 
whether the delay was unintentional. The petition should be addressed to: Mail Stop 
Petition, Commissioner for Patents, P.O. Box 1450, Alexandria, Virginia 22313-1450. 

If the reference to the prior application was previously submitted within the time 
period set forth in 37 CFR 1 .78(a), but not in the first sentence(s) of the specification or 
an application data sheet (ADS) as required by 37 CFR 1 .78(a) (e.g., if the reference 
was submitted in an oath or declaration or the application transmittal letter), and the 
information concerning the benefit claim was recognized by the Office as shown by its 
inclusion on the first filing receipt, the petition under 37 CFR 1 .78(a) and the surcharge 
under 37 CFR 1 .17(t) are not required. Applicant is still required to submit the reference 
in compliance with 37 CFR 1 .78(a) by filing an amendment to the first sentence(s) of the 
specification or an ADS. See MPEP § 201 .1 1 . 

Claims 1-16 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

The phrase "wherein internal charge is modified" is undefined and unclear nor is 
it clear how this phrase relates to the claimed composite since such is not stated. 

The upper limit of particle size of "nano particulate" materials is unclear since any 
particle size may be expressed in nanometers. 
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The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



Claims 1-2, 5, 8-11 and 15 are rejected under 35 U.S.C. 102(b) as anticipated by 
or, in the alternative, under 35 U.S.C. 103(a) as obvious over Baumann et al. (DE 
4037972). 

Patentees disclose a low dielectric particle size composition containing 0.03-0.05 
particle size inorganic oxides and polyethylene. Note column 5, lines 32-50. 
When the reference discloses all the limitations of a claim except a property or function, 
and the Examiner cannot determine whether or not the reference inherently possesses 
properties which anticipate or render obvious the claimed invention, basis exists for 
shifting the burden of proof to applicant. Note In re Fitzgerald et al. 619 F. 2d 67, 70, 
205 USPQ 594, 596, (CCPA 1980). See MPEP § 2112-2112.02. 
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Claims 1-2, 6, 8-11 and 15 are rejected under 35 U.S.C. 102(b) as anticipated by 
or, in the alternative, under 35 U.S.C. 103(a) as obvious over Johnston et al. (US 
4,760,296). 

Patentees disclose compositions of various resins in which electrical breakdown is 
improved by adding submicron silica. Note column 9, lines 15-58. 
When the reference discloses all the limitations of a claim except a property or function, 
and the Examiner cannot determine whether or not the reference inherently possesses 
properties which anticipate or render obvious the claimed invention, basis exists for 
shifting the burden of proof to applicant. Note In re Fitzgerald et al. 619 F. 2d 67, 70, 
205 USPQ 594, 596, (CCPA 1980). See MPEP § 2112-2112.02. 

Claims 1-2, 6, 8-11 and 15 are rejected under 35 U.S.C. 102(b) as anticipated by 
or, in the alternative, under 35 U.S.C. 103(a) as obvious over Keane et al. (US 
4493873). 

Patentees disclose dielectric materials such as polyetherimide containing alumina of 
less than 0.1 micron particle size. 

When the reference discloses all the limitations of a claim except a property or function, 
and the Examiner cannot determine whether or not the reference inherently possesses 
properties which anticipate or render obvious the claimed invention, basis exists for 
shifting the burden of proof to applicant. Note In re Fitzgerald et al. 619 F. 2d 67, 70, 
205 USPQ 594, 596, (CCPA 1 980). See MPEP § 21 1 2-21 1 2.02. 
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Claims 1-2, 6, 8-11 and 15 are rejected under 35 U.S.C. 102(b) as anticipated by 
or, in the alternative, under 35 U.S.C. 103(a) as obvious over Keane et al. (CA 
2362157). 

Patentees disclose insulating materials (page 1, lines 4-6) containing binders such as 
polyetherimides (page 8, lines 5-12) containing particles of radius as low as a 
nanometer (patent claim 1) including those of silica (Figure 1 on page 6). 
When the reference discloses all the limitations of a claim except a property or function, 
and the Examiner cannot determine whether or not the reference inherently possesses 
properties which anticipate or render obvious the claimed invention, basis exists for 
shifting the burden of proof to applicant. Note In re Fitzgerald et al. 619 F. 2d 67, 70, 
205 USPQ 594, 596, (CCPA 1 980). See MPEP § 21 1 2-21 1 2.02. 

Claims 1-2, 6, 8-11 and 15 are rejected under 35 U.S.C. 102(b) as anticipated by 
or, in the alternative, under 35 U.S.C. 103(a) as obvious over Steinmann et al. (US 
2005/0040562). 

The reference discloses resin compositions containing silica nanoparticles (abstract; 
Examples and Table 1). 

When the reference discloses all the limitations of a claim except a property or function, 
and the Examiner cannot determine whether or not the reference inherently possesses 
properties which anticipate or render obvious the claimed invention, basis exists for 
shifting the burden of proof to applicant. Note In re Fitzgerald et al. 619 F. 2d 67, 70, 
205 USPQ 594, 596, (CCPA 1 980). See MPEP § 21 1 2-21 1 2.02. 



Application/Control Number: 10/526,949 
Art Unit: 1796 



Pages 



Claims 1-16 are rejected under 35 U.S.C. 102(e) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Stiegel et al. (US 2007/0199729). 
The reference discloses resin compositions in which a dramatic increase in dielectric 
constant is conferred by addition of metal oxide particles with sizes below lOOnm 
(paragraph 21). Note paragraphs 15, 18 and 23 for use of polyethylene resins. 
When the reference discloses all the limitations of a claim except a property or function, 
and the Examiner cannot determine whether or not the reference inherently possesses 
properties which anticipate or render obvious the claimed invention, basis exists for 
shifting the burden of proof to applicant. Note In re Fitzgerald et al. 619 F. 2d 67, 70, 
205 USPQ 594, 596, (CCPA 1 980). See MPEP § 21 1 2-21 1 2.02. 

Claims 3-5, 7, 13 and 14 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over any one of Baumann et al., Bauuman, Jonhston, Keane or 
Steinamnn, all cited above in view of Brown (US 2003/0017348). 
Brown discloses that it is beneficial to coat inorganic surfaces with silane coupling agent 

in order to improve compatibility (paragraph 2). 

The primary references do not disclose coating of their inorganic particles with silane 
coupling agent. However it would have been obvious to a practitioner having an 
ordinary skill in the art at the time of the invention to coat the inorganic particle of the 
primary reference to achieve a more compatible mixture as taught by the secondary 
reference absent any showing of surprising or unexpected results. 



Application/Control Number: 10/526,949 Page 9 

Art Unit: 1796 

Any inquiry concerning tliis communication sliould be directed to Jeffrey C. IVIullis 
at telephone number 571 272 1075. 

Jeffrey C. Mullis 
Primary Examiner 
Art Unit 1796 

JCIVI 
3-16-08 

/Jeffrey C. Mullis/ 

Primary Examiner, Art Unit 1796 
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